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DETAILED ACTION 
Prosecution History Summary 

• Claim 21 was canceled via the submission filed 9/26/2005. 

• Claim 22 was added via the submission filed 9/26/2005. 

• Claims 1, 2, 4, 5, 7, 8, 12 and 18-20 have been amended via the submission filed 
3/03/2006. 

• Claims 1-20 and 22 are currently pending in the instant application. 

Claim Rejections - 35 (JSC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6-12 are rejected under 35 U.S.C. 112, second paragraph. 

Referring to claims 6-12 . The phrase "such as" in claim 6 ("A method of carrying 
out a sales transaction over a network such as the Internet from a customer side 
comprising...") renders the claim indefinite because it is unclear whether the limitations 
following the phrase are part of the claimed invention. See MPEP § 2173.05(d). 
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Claims 1-20 and 22 are rejected below under 35 U.S.C. 102(e) as anticipated 
by Rubin et al. (U.S. Patent No. 6,078,897) or, in the alternative, under 35 U.S.C. 
103(a) as obvious over Rubin et al. (U.S. Patent No. 6,078,897) in view of Peirce et 
al. (U.S. Patent No. 6,332,126). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1-20 and 22 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Rubin et al. (U.S. Patent No. 6,078,897). 

Referring to claim 1 . Rubin discloses a method of promoting product sales in 
Internet transactions (Rubin: at least Abstract) comprising: 

• Delivering display information to a customer side for ordering products by 
entering order information at the customer side for transmission to a seller side 
via the Internet (Rubin: at least column 3, lines 59-65); 

• In response to an initial order entered at the customer side for a specified product 
and a specified quantity thereof, delivering order processing information to the 
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customer side for said initial order (Rubin: at least column 3, line 59 to column 4, 
line 31); 

• Delivering to the customer side display information indicative of at least a first 
promotion functionally related to the initial order, only if the specified quantity of 
the specified product is within a first range that is higher than a minimum quantity 
(Rubin: at least column 1, lines 44-53); and 

• In response to an entry of a first revised order at the customer side conforming to 
the first promotion, delivering to the customer side order processing information 
for said first revised order (Rubin: at least Abstract). 

Rubin does not expressly disclose delivering to the customer side display 
information indicative of at least a first promotion functionally related to the initial order, 
wherein no promotion is displayed at the customer side if the specified quantity does not 
meet or exceed the minimum quantity . The Examiner notes, the " wherein " clause as 
used above (wherein no promotion is displayed at the customer side if the specified 
quantity does not meet or exceed the minimum quantity ) merely states the result of the 
limitation in the claim. The wherein clause does not relate back to or clarifies what is 
required by the claim and is therefore given little patentable weight. See Texas 
Instruments Inc. v. International Trade Commission, 26 USPQ2d 1010 (Fed. Cir. 1993); 
Griffin v. Bertina, 62 USPQ2d 1431 (Fed. Cir. 2002); Amazon.com Inc. v. 
Barnesandnoble.com inc., 57 USPQ2d 1747 (Fed. Cir. 2001). 
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The Examiner further notes, the phrases " only if the specified quantity of the 
specified product..." and "if the specified quantity does not meet or exceed the minimum 
quantity..." does not move to distinguish the claimed invention from the reference (Rubin 
et al.). These phrases are both conditional limitations. The noted "if steps are not 
necessarily performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied -- regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. 

Referring to claim 2 . Rubin further discloses a method including responding to an 
initial order entered at the customer side for a specified product and quantity thereof 
that is in a second range higher than the first range by delivering to the customer side 
display information indicative of at least a second promotion that is different from the 
first promotion and is functionally related to the initial order that is in said second range; 
and in response to an entry of a second revised order at the customer side conforming 
to the second promotion, delivering to the customer side order processing information 
for said third revised order (Rubin: at least Fig. 3). 

Referring to claim 3 . Rubin further discloses a method in which said first 
promotion is for a retail sales transaction and said second promotion is for a business- 
to-business transaction (Rubin: at least column 1, lines 26-53). 

Referring to claim 4 . Rubin further discloses a method in which said information 
indicative of a first promotion includes information regarding a difference between the 
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initial order quantity and a quantity for qualifying for the first promotion (Rubin: at least 
Abstract). 

Referring to claim 5 . Rubin further discloses a method in which said customer 
side and seller side are at geographically remote locations (Rubin: at least column 1, 
line 26 to column 2, line 20). 

Referring to claims 6-14 . Claims 6-14 are rejected under the same rationale as 
set forth above in claims 1-5. 

Rubin further discloses a method of carrying out a sales transaction over a 
network comprising: 

• Displaying a first screen at the customer side in response to which the customer 
enters information including an initial product order (Rubin: at least column 8, 
lines 20-25); 

• Displaying a second screen (Rubin: at least column 9, lines 1-12) at the customer 
side that selectively includes information regarding at least one promotion 
functionally related to the initial product order, and offering the customer choices 
including confirming the initial product order and changing to a revised product 
order related to said at least one promotion, only if the initial product order meets 
or exceeds a minimum quantity (Rubin: at least column 3, line 59 to column 4, 
line 31); and 

• Displaying a third screen at the customer side containing information regarding 
status of the sales transaction following a response by the customer to said 
choices (Rubin: at least column 6, lines 38-42). 
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Rubin does not expressly disclose delivering to the customer side display 
information indicative of at least a first promotion functionally related to the initial order, 
wherein no promotion is displayed at the customer side if the specified quantity does not 
meet or exceed the minimum quantity . The Examiner notes, the " wherein " clause as 
used above (wherein no promotion is displayed at the customer side if the specified 
quantity does not meet or exceed the minimum quantity ) merely states the result of the 
limitation in the claim. The wherein clause does not relate back to or clarifies what is 
required by the claim and is therefore given little patentable weight. See Texas 
Instruments Inc. v. International Trade Commission, 26 USPQ2d 1010 (Fed. Cir. 1993); 
Griffin v. Bertina, 62 USPQ2d 1431 (Fed. Cir. 2002); Amazon.com Inc. v. 
Barnesandnoble.com Inc., 57 USPQ2d 1747 (Fed. Cir. 2001). 

The Examiner further notes, the phrases " only if the specified quantity of the 
specified product..." and "if the specified quantity does not meet or exceed the minimum 
quantity..." does not move to distinguish the claimed invention from the reference (Rubin 
et al.). These phrases are both conditional limitations. The noted "if steps are not 
necessarily performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied - regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. 
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Rubin further discloses a method as in claim 6 in which the first promotion 
includes providing without charge one or more products different from the specified 
product (Rubin: at least column 1, line 3 to column 2, line 17). Rubin discloses a 
method wherein the customer could have ordered products at little or no added cost . 

Referring to claims 15-19 . Claims 15-19 are rejected under the same rationale 
as set forth above in claims 1-5 and 6-14. 

Referring to claim 20 . Claim 20 is rejected under the same rationale as set forth 
above in claims 1-5 and 6-14. 

Referring to claim 22 . Claim 22 is rejected under the same rationale as set forth 
above in claims 1-5 and 6-14. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 and 22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Rubin et al. (U.S. Patent No. 6,078,897) in view of Peirce et al. 

(U.S. Patent No. 6,332,126). 

Referring to claim 1 . Rubin discloses a method of promoting product sales in 
Internet transactions (Rubin: at least Abstract) comprising: 

• Delivering display information to a customer side for ordering products by 
entering order information at the customer side for transmission to a seller side 
via the Internet (Rubin: at least column 3, lines 59-65); 

• In response to an initial order entered at the customer side for a specified product 
and a specified quantity thereof, delivering order processing information to the 
customer side for said initial order (Rubin: at least column 3, line 59 to column 4, 
line 31); 

• Delivering to the customer side display information indicative of at least a first 
promotion functionally related to the initial order, only if the specified quantity of 
the specified product is within a first range that is higher than a minimum quantity 
(Rubin: at least column 1, lines 44-53); and 
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• In response to an entry of a first revised order at the customer side conforming to 
the first promotion, delivering to the customer side order processing information 
for said first revised order (Rubin: at least Abstract). 



Rubin does not expressly disclose delivering to the customer side display 
information indicative of at least a first promotion functionally related to the initial order, 
wherein no promotion is displayed at the customer side if the specified quantity does not 
meet or exceed the minimum quantity . Pierce discloses delivering to the customer side 
display information indicative of at least a first promotion functionally related to the initial 
order, wherein no promotion is displayed at the customer side if the specified quantity 
does not meet or exceed the minimum quantity (Pierce: at least column 14, lines 35-40 
and column 12, line 45 to column 1 3, line 5). At the time of the invention was made, it 
would have been obvious to a person of ordinary skill in the art to have modified the 
system of Rubin to have included the teachings of Pierce et al. in order to allow 
merchants to effectively market their products and services (Pierce: column 1 , lines 32- 
39). 



Referring to claim 2 . Rubin further discloses a method including responding to an 
initial order entered at the customer side for a specified product and quantity thereof 
that is in a second range higher than the first range by delivering to the customer side 
display information indicative of at least a second promotion that is different from the 
first promotion and is functionally related to the initial order that is in said second range; 
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and in response to an entry of a second revised order at the customer side conforming 
to the second promotion, delivering to the customer side order processing information 
for said third revised order (Rubin: at least Fig. 3). 

Referring to claim 3 . Rubin further discloses a method in which said first 
promotion is for a retail sales transaction and said second promotion is for a business- 
to-business transaction (Rubin: at least column 1, lines 26-53). 

Referring to claim 4 . Rubin further discloses a method in which said information 
indicative of a first promotion includes information regarding a difference between the 
initial order quantity and a quantity for qualifying for the first promotion (Rubin: at least 
Abstract). 

Referring to claim 5 . Rubin further discloses a method in which said customer 
side and seller side are at geographically remote locations (Rubin: at least column 1, 
line 26 to column 2, line 20). 

Referring to claims 6-14 . Claims 6-14 are rejected under the same rationale as 
set forth above in claims 1-5. 

Rubin further discloses a method of carrying out a sales transaction over a 
network comprising: 

• Displaying a first screen at the customer side in response to which the customer 
enters information including an initial product order (Rubin: at least column 8, 
lines 20-25); 

• Displaying a second screen (Rubin: at least column 9, lines 1-12) at the customer 
side that selectively includes information regarding at least one promotion 
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functionally related to the initial product order, and offering the customer choices 
including confirming the initial product order and changing to a revised product 
order related to said at least one promotion, only if the initial product order meets 
or exceeds a minimum quantity (Rubin: at least column 3, line 59 to column 4, 
line 31); and 

• Displaying a third screen at the customer side containing information regarding 
status of the sales transaction following a response by the customer to said 
choices (Rubin: at least column 6, lines 38-42). 

Rubin does not expressly disclose a method, wherein no promotion is displayed 
at the customer side if the specified quantity does not meet or exceed the minimum 
quantity . Pierce discloses a method, wherein no promotion is displayed at the customer 
side if the specified quantity does not meet or exceed the minimum quantity (Pierce: at 
least column 14, lines 35-40 and column 12, line 45 to column 13, line 5). At the time of 
the invention was made, it would have been obvious to a person of ordinary skill in the 
art to have modified the system of Rubin to have included the teachings of Pierce et al. 
in order to allow merchants to effectively market their products and services (Pierce: 
column 1, lines 32-39). 

Rubin further discloses a method as in claim 6 in which the first promotion 
includes providing without charge one or more products different from the specified 
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product (Rubin: at least column 1, line 3 to column 2, line 17). Rubin discloses a 
method wherein the customer could have ordered products at little or no added cost . 

Referring to claims 15-19 . Claims 15-19 are rejected under the same rationale 
as set forth above in claims 1-5 and 6-14. 

Referring to claim 20 . Claim 20 is rejected under the same rationale as set forth 
above in claims 1-5 and 6-14. 

Referring to claim 22 . Claim 22 is rejected under the same rationale as set forth 
above in claims 1-5 and 6-14. 
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Response to Arguments 

Applicant's arguments filed 3/03/2006 have been fully considered. Upon 
reconsideration of the claim language the rejection of claims 1-20 and 22 under 35 
U.S.C. 103(a) as obvious over Rubin in view of Peirce has been vacated. A new 
rejection of claims 1-20 and 22 under 35 U.S.C. 102(e) as anticipated by Rubin or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Rubin in view of Peirce has 
been set forth. 

The applicant argues that Rubin does not disclose the displaying of promotional 
information 

(a) only if the initial order meets or exceeds a minimum quantity, and 

(b) no promotion information is displayed jf the initial order does not meet or 
exceed the minimum quantity. 

The Examiner notes, Rubin discloses a method and system wherein some orders 
for products are discounted based on a volume related to the amount of products in the 
order. If a certain volume of products is ordered together, a volume discount applies. A 
larger discount may be available for orders of larger volumes. The discount is calculated 
by determining the highest volume discount threshold that does not exceed the volume 
of the order. For example, orders with a volume of at least 50 might receive a 10% 
discount and orders with a volume of at least 100 might receive a 15% discount. The 
thresholds are 50 and 100 (Rubin: column 1, lines 44-53). Therefore Rubin discloses 
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the use of volume thresholds, which are applied to an order only if the order meets or 
exceeds a certain minimum volume. 



I. With reference to the rejection of claims 1-20 and 22 under 35 U.S.C. 102(e) 

Even though Rubin in view of Pierce discloses all the limitations of the 
independent claims as indicated supra, the Examiner notes, the " wherein " clause as 
used in the independent claims ( wherein no promotion is displayed at the customer side 
if the specified quantity does not meet or exceed the minimum quantity ) merely states 
the result of the limitation in the claim. The wherein clause does not relate back to or 
clarifies what is required by the claim and is therefore given little patentable weight. 
See Texas Instruments Inc. v. International Trade Commission, 26 USPQ2d 1010 (Fed. 
Cir. 1993); Griffin v. Bertina, 62 USPQ2d 1431 (Fed. Cir. 2002); Amazon.com Inc. v. 
Barnesandnoble.com Inc., 57 USPQ2d 1747 (Fed. Cir. 2001). 

Even though Rubin in view of Pierce discloses all the limitations of the 
independent claims as indicated supra, the Examiner further notes, the phrases " only if 
the specified quantity of the specified product..." and "if the specified quantity does not 
meet or exceed the minimum quantity..." does not move to distinguish the claimed 
invention from the reference (Rubin et al.). These phrases are both conditional 
limitations. The noted "if steps are not necessarily performed. Accordingly, once the 
positively recited steps are satisfied, the method as a whole is satisfied regardless of 
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whether or not other steps are conditionally invocable under certain other hypothetical 
scenarios. 



II. With reference to the rejection pf claims 1-20 and 22 under 35 U.S.C. 103(a) 

Rubin does not expressly disclose delivering to the customer side display 
information indicative of at least a first promotion functionally related to the initial order, 
wherein no promotion is displayed at the customer side if the specified quantity does not 
meet or exceed the minimum quantity . Pierce discloses delivering to the customer side 
display information indicative of at least a first promotion functionally related to the initial 
order, wherein no promotion is displayed at the customer side if the specified quantity 
does not meet or exceed the minimum quantity (Pierce: at least column 14, lines 35-40 
and column 12, line 45 to column 13, line 5). Pierce discloses a system wherein a 
cardholder is eligible for a program credit if they meet the requirements of the specific 
offer being run by the merchant. Pierce provides a specific example of the requirement 
to include having made the minimum purchase. If this minimum purchase level is not 
obtained the cardholder is not eligible for a program credit and the program credit would 
not be displayed. 

At the time of the invention was made, it would have been obvious to a person of 
ordinary skill in the art to have modified the system of Rubin to have included the 
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teachings of Pierce in order to allow merchants to effectively market their products and 
services (Pierce: column 1 , lines 32-39). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew S. Gart whose telephone number is 571-273- 
3955. The examiner can normally be reached on M-F, 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Smith can be reached on 571-272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




MSG 

Patent Examiner 
December 16, 2005 



